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DETAILED ACTION 

1 . Claims 1 and 4-22 are pending in the instant application. Claims 2-3 are 
canceled. 

2. The foreign priority document JP 2002-236009, filed on August 1 3. 2002 was 
received and acknowledged. However, in order to benefit of the earlier filing date, a 
certified English translation is required. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraph of 35 U.S.C. 1 02 that 
forms the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1,4-7, 9-11. 13-19 and 21 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Kobayashi (US Patent 5,965,31 9). 

With regard to claim 1, Kobayashi discloses a negative type image recording 
material comprising: 

- (A) an onium salt compound having sulfonic acid as counter ion, said onium salt 
generating a sulfonic acid by light or heat; 

- (B) a crosslinking agent crosslinkable by an acid; 

- (C) a polymer compound having alkaline-soluble groups, and 

- (D) an infrared ray absorbing agent (abstract). 

The onium salt (A) may be the compound of formula (I): 
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(I) (compound (lla-31) in column 21). 

Since the onium salt (I) has an anion comprising a chromophore anthraquinone 
group and a sulfonic acid group, the onium salt of formula (I) is equivalent to the onium 
salt of an acidic dye having a sulfonic group in the molecule of the instant application. 

With regard to claim 4, Kobayashi further discloses that the polymer compounds 
having an alkaline-soluble groups may be novolak resins (column 38, lines 47 and 62). 

With regard to claim 5, Kobayashi further discloses that the amount of alkaline 
soluble polymer compounds is 10 to 90% by weight, preferably 20 to 85% by weight and 
more preferably 30 to 80% by weight based on the total solid component of the image 
recording layer (column 39, lines 47-51). 

With regard to claim 6, Kobayashi further discloses that the crosslinking agent 
may be a resol resin (column 29, lines 45 and 52). 

With regard to claim 7, Kobayashi further discloses that the crosslinking agent is 
used in an amount of 5 to 70 % by weight based on the total solid component of the 
image recording material (column 37, line 66-column 38, line 42). 

With regard to claim 9, the compound of formula (I) above is a sulfonium salt. 
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With regard to claims 10-11, Kobayaslii further discloses that the compound (A) 
which generates a sulfonic acid by light or heat is added to the image recording layer in 
an amount of 0.01 to 50% by weight, preferably 0.1 to 25% by weight and more 
preferably 0.5 to 20% by weight based on the total solid component of the image 
recording layer (column 29, lines 37-40). 

With regard to claim 13, KobayashI further discloses that the infrared absorbing 
agent absorb infrared rays having a wavelength of 760 nm to 1 ,200 nm (column 39, 
lines 59-61). 

With regard to claims 14-15, Kobayashi further discloses that the infrared 
absorbing agent may be a dye (column 40, line 32) or a pigment (column 40, line 
38).The dyes and the pigments can be added in an amount of 0.01 to 50% by weight 
based on the total solid component of the image recording material, preferably in an 
amount of 0.5 to 10% by weight in case of a dye and 3.1 to 10% by weight in case of a 
pigment (column 41 , lines 24-29). 

With regard to claim 16, Kobayashi further discloses a planographic printing plate 
using the image recording material (column 44, lines 36-37) and a support, such as an 
aluminum plate (column 51 , lines 53-56). The image recording material comprises: 

- (A) an onium salt compound having sulfonic acid as counter ion, said onium salt 
generating a sulfonic acid by light or heat; 

- (B) a crosslinking agent crosslinkable by an acid; 

- (C) a polymer compound having alkaline-soluble groups, and 

- (D) an infrared ray absorbing agent (abstract). 
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The onium salt (A) may be the compound represented by the fonnula (I): 




(I) (compound (lla-31) in column 21). 

Since the onium salt (I) has an anion comprising a chromophore anthraquinone 
group and a sulfonic acid group, the onium salt of formula (I) is equivalent to the onium 
salt of an acidic dye having a sulfonic group in the molecule of the instant application 

With regard to claim 17, Kobayashi further discloses that the infrared absorbing 
agent absorb infrared rays having a wavelength of 760 nm to 1 ,200 nm (column 39, 
lines 59-61). 

With regard to claim 18, Kobayashi further discloses that the polymer compounds 
having an alkaline-soluble groups may be novolak resins (column 38, lines 47 and 62). 

With regard to claim 19, Kobayashi further discloses that the crosslinking agent 
may be a resol resin (column 29, lines 45 and 52). 

With regard to claim 21 , Kobayashi further discloses that solutions comprising 
the components of the image recording materials are applied on an aluminum plate and 
dried to obtain a negative type planographic printing plate (column 51 , lines 54-57). The 
solution is prepared by dissolving the components in an organic solvent, such as a 
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mixture of methyl ethyl ketone. 1-methoxy-2-propanol and methyl alcohol (table In 
column 52, lines 30-33). 

4. Claims 1 . 4-7, 9-1 1,13-19 and 21 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Oshima et al. (JP 1 1-084654). 

With regard to claims 1 , 4. 6 and 13, Oshima et al. disclose a negative type 
image recording material comprising: 

- (A) an onium salt compound (par.0008); 

- (B) alkali soluble resin, which may be a novolak resin (par.0010, par.0045): 

- (C) a crossllnking agent, which may be a resol resin (par.0010, par.0052), and 

- (D) an infrared ray absorbing agent, which may be a dye or pigment absorbing 
Infrared radiation with a wavelength between 760 nm and 1200 nm (par.0010, 
par.0063). 

The onium salt (A) may be the compound represented by the fomnulas (II) or (III): 




(II) (compound (17) In par.0038), 




PjS o 



(III) (compound (18) in par.0038). 
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Since the onium salts (II) and (III) have anions comprising a chromophore 
anthraquinone group and sulfonic acid groups, the onium salts of formulas (II) and (111) 
are equivalent to the onium salt of an acidic dye having a sulfonic group in the molecule 
of the instant application. 

With regard to claim 5, Oshima et al. disclose that the amount of alkaline soluble 
polymer compounds is 40 to 90% by weight based on the total solids in the image 
recording layer (par.0051 ). 

With regard to claim 7, Oshima et al. disclose that the crosslinking agent is used 
in an amount of 5 to 70 % by weight based on the total solid component of the image 
recording material (par.0062). 

With regard to claim 9, the compounds of formulas (II) and (III) above are 
iodonium salts. 

With regard to claims 10-11, Kobayashi further discloses that the compound (A) 
which generates a sulfonic acid by light or heat is added to the image recording layer in 
an amount preferably between 0.01 to 15% by weight based on the total solid 
component of the image recording layer (par.0044). 

With regard to claims 14-15, Kobayashi further discloses that the infrared 
absorbing agent may be a dye or a pigment (par.0063) and they may be comprised in 
the image recording layer in an amount preferably between 1.0 and 10% by weight 
based on the total solid component of the image recording material (par.0071). 
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With regard to claims 16-19, Kobayashi further discloses a planographic printing 
plate using the image recording material and a support, such as an aluminum plate 
(par.0098). The image recording material comprises: 

- (A) an onium salt compound (par.0008); 

- (B) alkali soluble resin, which may be a novolak resin (par.0010, par.0045); 

- (C) a crosslinking agent, which may be a resol resin (par.0010, par.0052), and 

- (D) an infrared ray absorbing agent, which may be a dye or pigment absorbing 
infrared radiation with a wavelength between 760 nm and 1200 nm (par.0010, 
par.0063). 

The onium salt (A) may be the compound represented by the fomnulas (II) or (III): 




(II) (compound (17) in par.0038), 




"QjS o 



(III) (compound (18) in par.0038). 

Since the onium salts (II) and (III) have anions comprising a chromophore 
anthraquihone group and sulfonic acid groups, the onium salts of formulas (II) and (III) 
are equivalent to the onium salt of an acidic dye having a sulfonic group in the molecule 
of the instant application. 
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With regard to claim 21 , Kobayashi further discloses that a solution comprising 
the components of the image recording materials is applied on an aluminum plate and 
dried to obtain a negative type pianographic printing plate (par.0098).The solution is 
prepared by dissolving the components in an organic solvent, such as a mixture of 
methyl ethyl ketone, 1-methoxy-2-propanol and methyl alcohol (par.0100). 



Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 8, 20 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kobayashi (US Patent 5,965,319). 

Kobayashi discloses that the onium salt (A) may be a compound having the 
structure represented by the fomiulas (IV)-(VI): 

(IV) (general formula (I) in column 2, line 50); 

— Ri— SOj 
R* 

(V) (general formula (II) in column 2, line 55), and 
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(VI) (general fonnuia (III) in column 2, line 60), wherein represents a 
hydrocarbon group having 20 or fewer carbon atoms which may be substituted (column 
2, lines 61-63) but fails to disclose an acid generator having an anionic portion with 
sulfonic groups and groups with 21 or more carbon atoms as required by the instant 
application. 

However, based on Kobayashi's disclosure that an acid generator having an 
anionic portion with sulfonic groups and 20 carbon atoms is successfully used in the 
image recording material, it would have been obvious to one of ordinary skill in the art at 
the time of the invention to obtain an acid generator having an anionic portion with 
sulfonic groups and 21 carbon atoms. 

"An obviousness rejection based on similarity in chemical structure and function 
entails the motivation of one skilled in the art to make a claimed compound, in the 
expectation that compounds similar in structure will have similar properties." In re 
Payne, 606 F.2d 303, 313, 203 USPQ 245. 254 (CCPA 1979) (MPEP 2144.09-1 
Rejection Based on Close Structural Similarity is Founded on The Expectation That 
Compounds Similar in Structure Will Have Similar Properties). 

7. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kobayashi (US Patent 5,965.319) in view of Aoskima (US Pg-Pub 2003/0073032). 

With regard to claim 12. Kobayashi disclose an image recording material 
comprising: 
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- (A) an onium salt compound having sulfonic acid as counter ion to generate 
sulfonic acid decomposed by liglit or heat; 

- (B) a crosslinking agent crosslinkable by an acid; 

- (C) a polymer compound having alkaline-soluble groups, and 

- (D) an infrared ray absorbing agent (abstract). 

However, Kobayashi fails to disclose that the image recording material comprises 
a mixture of compounds that generate acid upon heating. 

Aoshima discloses a photosensitive layer for a negative planographic printing 
plate comprising an infrared absorber, a compound that generates a radical or acid due 
to heat, a polymerizable compound or a crosslinking compound (abstract)The 
composition may also comprise a binder (par.0035). 

The acid generator include onium salts having as counter ion a sulfonic acid, 
such as an iodonium, sulfonium or diazonium salts (par.0096). 

Aoshima et al. further disclose that the acid generators may be used alone or in 
combination of two or more (par.01 02). 

Since Aoshima teaches that two or more acid generators may be used in a 
photosensitive layer for a negative planographic printing plate, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to use two or more 
acid generators in the image recording material of Kobayashi, with a reasonable 
expectation of success. 
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Conclusion 



Any inquiry concerning tfiis communication or earlier communications from the 
examiner should be directed to Anca Eoff whose telephone number is 571-272-9810. 
The examiner can nomially be reached on Monday-Friday, 6:30 AM-4:00 PM, EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alexa Meckel can be reached on 571-272-1446. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Infonnation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infonnation for unpublished applications is available through Private PAIR only. 
For more infomnation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated infonmation 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




CYNTHIA H. KELLY 
WPmsm PATENT EXAMINER 
TBCNN0L06Y CENTER 1700 




